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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)M Responsive to communication(s) filed on 31 May 2005 . 
2a)l3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1-3,5-7 and 9-20 is/are pending in the application. 

4a) Of the above claim(s) 9-17 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-3.5-7 and 18-20 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) H The drawing(s) filed on 08 October 2004 is/are: a)(3 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PT0413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) D Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date . 6) Q Other: . 

U.S. Patent and Trademark Office ~~ 

PTOL-326 (Rev. 1-04) Office Action Summary Part of Paper No./Mail Date 20050808 
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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election without traverse of Group I in the reply filed on 3 1 May 2005 is 
acknowledged. 

2. Claims 9 through 17 are withdrawn from further consideration pursuant to 37 CFR 

1, 142(b) as being drawn to a nonelected invention, there being no allowable generic or linking 
claim. Election was made without traverse in the reply filed on 31 May 2005. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

4. Claims 1 through 6, 18 and 20 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in sluch a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. Specifically, the Specification as originally filed fails to provide support for 
the newly added limitation of the exterior sidewall opening height of the perforations being 
sufficiently large to enable entry of soil which abuts the sidewall during use. On page 3, 
Applicant discloses "superior resistance to soil intrusion." 
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5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claim 5 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

The scope of claim 5 is indefinite because it is dependent upon a canceled claim. 
Accordingly, it has not been further treated on the merits. 

7. Claims 1 through 3, 5, 6, 19 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over DiTullio (U.S. Patent No. 6,854,925 B2) in view of Kothmann (U.S. Patent 
No. 5,046,892) and Nichols et al. (U.S. Patent No. 4,759,661). 

DiTullio '925, as seen in Figure 2, shows: 
with regard to claims 1,19 and 20, 

an arch shape cross section storm water management device (12) having an inwardly 
sloped sidewall with a multiplicity of perforations (30); 

wherein the exterior sidewall opening height of the perforations is sufficiently large to 
enable entry of soil which abuts the sidewall during use; 
with regard to claims 2 and 19, 

wherein the top of the chamber is not perforated; 
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with regard to claims. 3 and 19, 

the sloped sidewall of the chamber curves upwardly; 
with regard to claims 6 and 19, 

wherein the perforations are slots running lengthwise along the chamber (col. 4, lines 39 
through 41). 

DiTullio '925 fails to teach: 
with regard to claims 1 and 19, 

the perforations flaring inwardly; and 

the basic axes of the perforations sloping downwardly as the axes run from the inside to 
the outside of the chamber sidewall; and 
with regard to claim 5, 

the included angle of flare being between 2 degrees and about 12 degrees. 

Kothmann '892, as seen in Figures 1 and 3, discloses an apertured pipe segment (10) 
having tapered slots (12) made by an injection molding process for forming smooth pipe walls 
which are less likely to become clogged (col. 1, lines 40 through 44; col. 1, lines 62 through 66; 
col. 2, lines 24 through 29; col. 3, lines 47 through 51; and col. 4, lines 3 through 8), wherein the 
slots comprise slot walls which diverge from the outside of the pipe segment inwardly thereby 
precluding large sized soil particles from entering the interior of the pipe segment (col. 4, lines 
20 through 21). 
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Nichols et al. '661, as seen in Figures 1, 3, 7 and 9, show a leaching chamber device (20) 
comprising a plurality of downwardly sloped slots (26) for preventing fine soil particles from 
infiltrating the interior of the device (col. 4, lines 44 through 47), wherein the slope of the slots is 
about 20°. 

With regard to claims 1 and 19, it would have been obvious to one having ordinary skill 
in the art of drainage at the time the invention was made to modify the device shown by DiTullio 
'925 such that the perforations would flare inwardly in view of the advantages taught by 
Kothmann '892. The motivation would have been to preclude clogging of the perforations by 
large sized soil particles. 

With regard to claims 1 and 19, it would have been obvious to one having ordinary skill 
in the art of drainage at the time the invention was made to modify the device shown by DiTullio 
'925 such that the basic axes of the perforations would slope downwardly from the inside to the 
outside of the chamber sidewall as taught by Nichols et al. '661. The motivation would have 
been to direct the effluent downwardly as it exits the interior of the chamber. 

With regard to claim 5, it would have been obvious to one having ordinary skill in the art 
at the time the invention was made to make the included angle of flare between 2 and about 12 
degrees, since it has been held that where the general conditions of a claim are disclosed in the 
prior art, discovering the optimum or workable ranges involves only routine skill in the art. In re 
Aller, 105USPQ 233. 



Application/Control Number: 10/677,772 Page 6 

Art Unit: 3671 

8. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over DiTullio (U.S. 
Patent No. 6,854,925 B2) in view of Nichols et al. (U.S. Patent No. 4,759,661) and Shlafly (U.S. 
Patent No. 980,442). 

DiTullio '925, as seen in Figure 2, shows: 
with regard to claim 7, 

an arch shape cross section storm water management device (12) having a sidewall with a 
multiplicity of perforations (30) and a base flange (28). 

DiTullio '925 fails to teach: 
with regard to claim 7, 

the perforations flaring inwardly; 

the basic axes of the perforations sloping downwardly as the axes run from the inside to 
the outside of the chamber; and 

the base flange having an upwardly extending lengthwise fin, the extension of the basic 
axes of at least some of said multiplicity of perforations intersecting the fin. 

Nichols et al. '661, as seen in Figures 1, 3, 7 and 9, show a leaching chamber device (20) 
comprising a plurality of downwardly sloped slots (26) for preventing fine soil particles from 
infiltrating the interior of the device (col. 4, lines 44 through 47), wherein the slope of the slots is 
about 20°. 
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Schlafly '442 shows a culvert comprising a base flange (4) with an upwardly extending 
lengthwise fin (2) for retaining water. 

With regard to claim 7, it would have been obvious to one having ordinary skill in the art 
of drainage at the time the invention was made to modify the device shown by DiTullio ' 925 
such that the basic axes of the perforations would slope downwardly from the inside to the 
outside of the chamber as taught by Nichols et al. '661. The motivation would have been to 
direct the effluent downwardly as it exits the interior of the chamber. 

With regard to claim 7, it would have been obvious to one having ordinary skill in the art 
of drainage at the time the invention was made to modify the device shown by DiTullio '925 
such that the chamber flange would have an upwardly extending fin as taught by Schlafly '442 
and the extended axes of some of the perforations would intersect the fin. The motivation would 
have been to facilitate anchoring of the device and to provide additional means for controlling 
and retaining effluent as desired. 

9. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over DiTullio (U.S. 
Patent No. 6,854,925 B2) in view of Kothmann (U.S. Patent No. 5,046,892) and Nichols et al. 
(U.S. Patent No. 4,759,661), as applied to claim 1, and further in view of Shlafly (U.S. Patent 
No. 980,442). 

The combination of DiTullio '925, Kothmann '892 and Nichols et al. '661 fail to teach: 
the base flange having an upwardly extending lengthwise fin, the extension of the basic 
axes of at least some of said multiplicity of perforations intersecting the fin. 
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Schlafly '442 shows a culvert comprising a base flange (4) with an upwardly extending 
lengthwise fin (2) for retaining water. 

With regard to claim 18, it would have been obvious to one having ordinary skill in the 
art of drainage at the time the invention was made to modify the device shown by DiTullio '925, 
Kothmann '892 and Nichols et al. 6 661 such that the chamber flange would have an upwardly 
extending fin as taught by Schlafly '442 and the extended axes of some of the perforations would 
intersect the fin. The motivation would have been to facilitate anchoring of the device and to 
provide additional means for controlling and retaining effluent as desired. 

Response to Arguments 
10. Applicants arguments filed 3 1 May 2005 have been fully considered but they are not 
persuasive. 

In response to Applicant's traversal to the restriction requirement between Groups II and 
III, the Examiner is unable to determine whether or not a search for the inventions would be 
overlapping because it is not her art. Therefore, the restriction requirement is maintained as 
proper due to their separate classification and upon examination on the merits of the either Group 
II or III, the Office will fully consider Applicant's arguments. 

In response to applicants argument that the examiner's conclusion of obviousness is 
based upon improper hindsight reasoning, it must be recognized that any judgment on 
obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. But so 
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long as it takes into account only knowledge which was within the level of ordinary skill at the 
time the claimed invention was made, and does not include knowledge gleaned only from the 
applicants disclosure, such a reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 
170USPQ209(CCPA 1971). 

In response to Applicant's statements regarding Kothmann '892, the Examiner notes the 
reference was not relied upon for a teaching of an unperforated top, only the prior knowledge of 
inwardly flaring perforations. 

In response to Applicant's statements regarding the shape of the "slots" shown by 
DiTullio '925, the Examiner contends the term "slots" as recited in the claims does not require or 
exclude a specific shape and that, furthermore, the slots shown by DiTullio '925 each have an 
axis of orientation. 

In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 
1992). In this case, the motivation to combine the references is found in the references 
themselves and the knowledge generally available to artisans of ordinary skill. 

The method of forming the device is not germane to the issue of patentability of the 
device itself, therefore, any arguments pertaining thereto are considered moot. 
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Conclusion 

1 1 . Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tara L. Mayo whose telephone number is 571-272-6992. The 
examiner can normally be reached on Monday through Friday 8:30 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas B. Will can be reached on 571-272-6998. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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08 August 2005 



